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D. REMARKS 

Status of the Claims 

Claims 1-19 are canceled. Claim 20 is amended. Claims 21-34 are newly 

added. 

35 USC § 101 

The Office Action rejects claims 13-18 under 35 USC 101 as being unpatentable 
because the claimed invention is allegedly directed to non-statutory subject matter. 
[Office Action, p. 2] In particular, the Office Action states that "claims 13-18 are all 
directed to a recording medium which includes transmission media (signals) such as 
acoustic or light waves (para. 29) which are nonstatutory per se." [Office Action, p. 2] 
Applicants cancel claims 1 3-1 8. In view of the cancellation of claims, Applicants 
respectfully request withdrawal of the rejection under 35 USC 101 . 

Applicants note that newly added claims 30-34 are directed to a recording 
medium, however, they are also directed to a volatile or non-volatile recording medium. 
The specification of the present invention, in paragraph 0029, distinguishes between 
non-volatile media, volatile media, and transmission media. Therefore, Applicants 
respectfully assert that regardless of whether 35 USC 101 does in fact not include 
transmission media, claims 30-34distinguish the types of recording media, which does 
not include transmission media, to overcome the rejection under 35 USC 101 . 

Lack of Anticipation under 35 USC § 102(b) 

Claims 1-4, 6-10, 12-16, 18, and 20 are not anticipated by Baker 

The Office Action states that claims 1-4, 6-10, 12-16, 18, and 20 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Baker et al. (US Publication 
2004/0049696) (hereinafter referred to as Baker). [Office Action, p. 2] 

Claims 1-4, 6-10, 12-16 and 18 are cancelled. 
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As to claim 20, Applicants respectfully traverse these rejections under 102(b). "A 
claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. Verdegaal Bros, 
v. Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed Cir. 1987). Furthermore the 
reference must be an enabling disclosure of each and every element as set forth in the 
claim. In re Hoecksma, 158 USPQ 596, 600 (CCPA 1968); In re LeGrive, 133 USPQ 
365, 372 (CCPA 1962). Because Baker does not teach each and every element of 
claim 20 or enable each and every element of these claims, these claims are not 
anticipated, the rejection should be withdrawn, and the claims should be allowed. 

Claim 20 reads: 

20. (Currently Amended) A method for pre-selecting future recipients 
of an email, comprising: 

detecting a composed email by a sender with at least one primary 
recipient; 

accessing an electronic address book for said sender comprising a 
plurality of electronic addresses each specified with at least one pre- 
selected future recipient; 

comparing said at least one primary recipient with [[an]] said 
plurality of electronic addresses e ach specif ie d w i th a pr e- s ele cted futur e 

responsive to said at least one primary recipient matching a_ 
particular electronic address [[one of]] from among said plurality of 
electronic addresses, automatically designating said match i ng at least one 
pre-selected future recipients]] [[for]] associated with said matching 
particular electronic address in said emails wherein a mail reader receiving 
said email is directed to address any response to said email to said at 
least one pre-selected future recipient. 

Applicants note that claim 20 is amended to include an element of accessing an 
electronic address book for said sender comprising a plurality of electronic addresses 
each specified with at least one pre-selected future recipient which is taught throughout 
the specification of the present invention and, for example, in paragraphs 0046, 0050, 
0051 , and 0067 and Figure 4. In addition, Applicants note that claim 20 is amended to 
include an element that now reads responsive to said at least one primary recipient 
matching a particular electronic address from among said plurality of electronic 
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addresses, automatically designating said at least one pre-selected future recipient 
associated with said matching particular electronic address in said email, wherein a mail 
reader receiving said email is directed to address any response to said email to said at 
least one pre-selected future recipient which is taught throughout the specification of the 
present invention and, for example, in paragraphs 0047, 0048, and 0067 and Figure 8, 
elements 803 and 805 and Figure 9. Because the amended elements are fully 
supported in the specification of the present invention, no new matter is added. 

In addition, Applicants respectfully assert that Baker does not teach or enable 
each and every element of claim 20 because Baker does not teach accessing an 
electronic address book for said sender comprising a plurality of electronic addresses 
each specified with at least one pre-selected future recipient or responsive to said at 
least one primary recipient matching a particular electronic address from among said 
plurality of electronic addresses, automatically designating said at least one pre- 
selected future recipient associated with said matching particular electronic address in 
said email . The Office Action previously rejected claim 20 on the grounds of Baker, 
paragraph 0038. [Office Action, p. 7] Baker, paragraph 0036 describes that in the 
email system of Baker, when a user selects a "privileged" box in association with 
composing an email, the users that the sender has "included in the "to:" box form a 
privileged distribution list of e-mail addresses" and that the "recipients in the e-mail 
addresses are the only allowed destinations for the privileged e-mails." Baker, 
paragraph 0038 describes that any of the recipients are limited to sending replies to the 
email solely to those users in the privileged distribution list and that the sender may 
further limit the recipients' access to forwarding or copying the email. As to selecting 
the recipients, Baker, paragraph 0035 describes that a user fills in e-mail addresses for 
the recipients of an email in the "to:" text box. 

Baker does not, however, teach or enable an electronic address book that 
includes electronic addresses. More particularly, Baker does not teach or enable an 
electronic address book that includes, for each electronic address, other electronic 
addresses already associated as pre-selected future recipients. Further, Baker does 
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not teach or enable a sender side method for automatically designating the pre-selected 
future recipients of an email based on those electronic addresses associated in the 
electronic address book with the recipient specified by the sender. 

In contrast, claim 20 teaches accessing an electronic address book for said 
sender comprising a plurality of electronic addresses each specified with at least one 
pre-selected future recipient or responsive to said at least one primary recipient 
matching a particular electronic address from among said plurality of electronic 
addresses, automatically designating said at least one pre-selected future recipient 
associated with said matching particular electronic address in said email , which are 
elements not taught or enabled by Baker. Therefore, because Baker does not teach or 
enable at least one element of Baker, Baker does not anticipate claim 20 and claim 20 
is allowable over Baker. 

Newly Added Claims 

Applicants respectfully request entry and allowance of newly added claims 21-34, 
which do not present any new matter. 

In particular, claim 25 is a system claim with similar limitations as claim 20, and 
therefore is allowable for at least the same reason as claim 20. Claim 30 is a program 
product claim with similar limitations as claim 20, and therefore is allowable for at least 
the same reason as claim 20. 

Each of dependent claims 21-24, 26-29, and 31-34 depend, directly or indirectly, 
on one of the allowable independent claims 20, 25, and 30. Therefore, claims 21-24, 
26-29, and 31-34 are also allowable for at least the same reasons that their respective 
independent claims are allowable as discussed above. 

In addition, with respect to claims 21 , 26, and 31 , Applicants note that the 
element comparing a specified electronic address for said at least one primary recipient 
with said plurality of electronic addresses in said electronic address book is supported 
throughout the specification of the present invention and, for example, in paragraphs 
0046, 0047, 0048 and 0067, therefore no new matter is added through the amendment. 
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With respect to claims 22, 27, and 32, Applicants note that the element 
accessing an electronic address book further comprises accessing said electronic 
address book for said sender comprising a plurality of domain names for hosting 
electronic addresses each specified with at least one pre-selected future recipient and 
wherein comparing said at least one primary recipient with said plurality of electronic 
addresses further comprises comparing a particular domain name of a specified 
electronic address for said at least one primary recipient with said plurality of domain 
names for hosting electronic addresses in said electronic address book is supported 
throughout the specification of the present invention and, for example, in paragraphs 
0046, 0047, 0048, 0051 , and 0067. Therefore, no new matter is added through the 
amendment. In addition, Applicants respectfully assert that claims 22, 27, and 32 are 
allowable over Baker because no portion of Baker teaches or enables selecting an 
electronic address book with domain names each associated with pre-selected future 
recipients or selecting pre-selected future recipients for an email based on those pre- 
selected future recipients associated with the domain host for the primary recipient. 

In addition, with respect to claims 23, 28, and 33, Applicants note that the 
element accessing an electronic address book further comprises accessing a plurality 
of electronic addresses each specified with at least one pre-selected future recipient 
each specified for at least one composition option from among a reply option, a reply all 
option, a forward option, and a blind carbon copy option and wherein automatically 
designating said matching at least one pre-selected future recipient associated with said 
particular electronic address in said email further comprises designating said matching 
at least one pre-selected future recipient with a particular composition option associated 
with said at least one pre-selected future recipient in said address book, wherein said 
mail reader receiving said email is directed to address any response to said email to 
said at least one pre-selected future recipient if said response requests said 
composition option associated with said at least one pre-selected future recipient is 
supported through the specification of the present invention and, for example, in 
paragraphs 0046, 0047, 0048, 0051 and 0067. Therefore, no new matter is added 
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through the newly added claim. In addition, Applicants respectfully assert that claims 
23, 28, and 33 are allowable over Baker because Baker does not teach or enable an 
electronic address book with electronic addresses each associated with pre-selected 
future recipients who are further designated according to the response option selected 
by the recipient. 

Further, with respect to claims 24, 29, and 34, Applicants note that the element 
embedding said at least one pre-selected recipient in a header of said email, wherein 
said mail reader receiving said email is directed to address any response to said email 
to said at least pre-selected recipient from said header in said email is supported 
throughout the specification of the present invention and, for example, in paragraphs 
0047 and 0053. Therefore, no new matter is added through the newly added claim. 
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Conclusion 

Applicants note the citation of pertinent prior art cited by the Examiner. 



In view of the foregoing, withdrawal of the rejections and the allowance of the 
current pending claims is respectfully requested. If the Examiner feels that the pending 
claims could be allowed with minor changes, the Examiner is invited to telephone the 
undersigned to discuss an Examiner's Amendment. 



Respectfully submitted, 

By /Amy J. Pattillo. Reg. No. 46,983/ 
AMY J. PATTILLO 
Registration No. 46,983 
P.O. BOX 161327 
AUSTIN, TEXAS 78716 
ATTORNEY FOR APPLICANTS 
Telephone: 512-402-9820 
Facsimile: 512-306-0417 
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